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DETAILED ACTION 

1 . This communication is responsive to the Amendment filed 5/30/2006. 

2. Claims 1-16 are currently pending in this application. Claims 1 and 8 are independent 
claims. In the Amendment filed 5/30/2006, claim 1 is amended. This action is made Final. 

Specification 

3. Claim 1 is objected to because of the following informalities: 

The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

Regarding claim 1 , this claim recites the limitation "generating a form" (in line 2), 
"generating a unique identifier as part of generating the form"(in line 3), "after printing. . . 
scanning the form" (in line 5). The specification does not provide proper antecedent basis for 
above claim limitations (i.e., [0007], Ins. 2-3; [0009], Ins. 3-5; [0021], Ins. 14-15 only teaches the 
generation of unique document identifier, not "generating a form" limitation). Applicant is 
required to disclose the location that teaches above newly added limitations. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 8-9 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent No. 
6,427,032 issued to Irons et al. (hereafter Irons). 
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Regarding Claim 8, Irons discloses an apparatus for managing form-based records, 
comprising: 

an input device, as a computer (Irons: col. 7, Ins. 52-62; col. 8, Ins. 10-15; col. 
10, Ins. 40-60; figs. 1 & 2); 

a web browser operatively connected to the input device, as a computer 
containing a web browser (Irons: col. 11, Ins. 16-23 8l 38-44; fig. 2); 
a database searchable by the web browser and storing at least one form- 
based record, as a utilization of a digital filing application for searching and 
retrieval (Irons: col. 11, Ins. 60-67; col. 12, Ins. 1-12; col. 16, Ins. 49-65); 
a display device operatively connected to the web browser and database, the 
display device operative to display the at least one form-based record, as an 
image being viewed by a web browser (Irons: col. 11, Ins. 4-15; col. 12, Ins. 24- 
39; col. 28, Ins. 60-67; figs. 2 & 13); 

a printer operatively connected to the web browser and input device, as a 
printer 3 1 0 being connected to the computer 200 , which includes the web 
browser and also coimected to an input device (Irons: col. 12, Ins. 48-59; col. 18, 
Ins. 52-57; figs. 1, 2 and 3); 

a scanner operatively connected to the database, as a device capable of 
scanning (Irons: col. 7, Ins. 52-60; col. 8, Ins. 1-15; fig. 1); and 
a remote storage location driver operative to display a remote storage 
location as a local output device, the remote storage location driver 



Application/Control Number: 1 0/649,235 Page 4 

Art Unit: 2161 

operatively connected to the web browser and database, as an image index 
database capable of storing information and may each database be stored at 
different remote location (Irons: col. 12, Ins. 12-45; col. 17, Ins. 9-18; col. 23, Ins. 
23-38). 

Regarding Claim 9, Irons discloses the apparatus fxuther comprising: 

an input device operatively connected to the database (Irons: col. 7, Ins. 52-62; 
col. 8, Ins. 10-15; col. 10, Ins. 40-60; figs. 1 & 2); and 

an input recognition module operatively cormected to the input device, the input 
recognition module operative to identify a file on a storage medium within the 
input device and copy the file to the database (Irons: col 12, Ins. 3-12; col. 16, 
Ins. 41-58; figs. 2 & 7). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claiml is rejected under 35 U.S.C. 103(a) as being unpatentable over Irons in view of 
U.S. Patent No. 7,016,901 (hereafter Eikenbery). 

Regarding Claim 1 , Irons discloses a method for managing form-based records 
comprising: 



Application/Control Number: 10/649,235 Page 5 

Art Unit: 2161 

printing the form including the unique identifier, as a printer printing the 
globally unique document identifier directly onto the document (Irons: col. 8, Ins. 
50-60; col. 29, Ins. 35-45; fig. 14 - fig. 14 illustrates a form 1450 printed with text 
and a label 1451 on a document) 

after printing the form including the unique identifier, scanning the form to 
capture information including the unique identifier, as the paper-based 
document is subsequently scanned with the globally unique identification (Irons: 
col. 8, Ins. 50-60; col. 9, Ins. 5-9) 

storing the information as a record in a database, as the information is stored 

in a record in an image repository (Irons: col. 9, Ins. 10-18); and 

indexing the record by the unique identifier, as the system coordinates to index 

a globally unique image document identifier (Irons: col. 8, Ins. 30-54; col. 9, Ins. 

10-18). 

Irons does not explicitly disclose: 
generating a form; 

generating a unique identifier as part of generating the form; 

However, Eikenbery discloses: 

generating a form, as a generation of a drawing file (Eikenbery: col. 4, Ins. 59- 
col. 5, Ins. 4); 

generating a unique identifier as part of generating the form, as the process to 
acquire the pertinent identification after generating an electronic version 
(Eikenbery: col. 6, Ins. 6-16) 
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It would have been obvious to a person with ordinary skill in the art at the time of 
invention to combine this electronic form distribution management of Eikenbery into the unique 
identification labeling of Irons. Skilled artisan would have been motivated to incorporate the 
Eikenbery 's teaching of managing a distributed database of electronic files in the Iron's xmique 
identification labeling to enhance the management of electronic forms in databases (Eikenbery: 
col. 1,1ns. 22-29). 

8. Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Irons in view 
of Eikenbery as applied to claim 1, and further in view of U.S. Patent Application Publication 
No. 2002/0073085 by O'Day, JR. et al. (hereafter O'Day). 

Regarding Claim 2, Although Irons and Eikenbery are silent about "synchronizing'' 
between two databases. Irons and Eikenbery do disclose an "automatic backup" (Irons: col. 17, 
Ins. 14-19). Yet, Irons and Eikenbery do not explicitly disclose the method further comprising 
the operation of synchronizing the database with a remote database. 

However, O'Day discloses: synchronizing the database with a remote database (O'Day: 
pg. 5, [0053]). 

It would have been obvious to a person with ordinary skill in the art at the time of 
invention to combine this synchronization of O'Day into the electronic form distribution 
management of Eikenbery and the unique identification labeling of Irons. Skilled artisan would 
have been motivated to incorporate the O' Day's teaching of synchronizing central and remote 
databases in the Eikenbery 's teaching of managing a distributed database of electronic files and 
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the Iron's unique identification labeling in view of enhancing real time update (O'Day: pg. 5, 
[0053]). 

Regarding Claim 3, Irons and Eikenbery and O'Day disclose the method wherein the 
operation of synchronizing the database with a remote database comprises copying the 
information fi-om the database to the remote database (O'Day: pg. 5, [0053]). 

Regarding Claim 4, Irons and Eikenbery and O'Day disclose the method wherein the 
operation of synchronizing the database with a remote database comprises copying the 
information from the remote database to the database (O'Day: pg. 5, [0053]). 

Regarding Claim 5, Irons and Eikenbery and O'Day disclose the method further 
comprising the operation of selecting a form from the remote database (Irons: col. 18, Ins. 40- 
52). 

Regarding Claim 6, Irons and Eikenbery and O'Day disclose the method further 
comprising the operation of presenting the remote database as a local output device (O'Day: col. 
12, Ins, 47-55; col. 23, Ins. 23-38). 

9. Claims 10-15 are rejected under 35 U.S.C, 103(a) as being unpatentable over Irons as 
applied to claims 8-9, in view of U.S. Patent Application Publication No. 2002/0073085 by 
O'Day, JR. et al. (hereafter O'Day). 
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Regarding Claim 10, Irons discloses the apparatus further comprising: 

a remote storage location operatively connected to the remote storage location 
driver (Irons: col. 8, Ins. 16-29; col. 9, Ins. 19-38; col. 10, Ins. 13-31; fig. 1); and 
a remote database resident on the remote storage location (Irons: col. 9, Ins. 19- 
38), 

However, Irons does not explicitly discloses: the remote database accepting files from the 
database. 

However, O'Day discloses: the remote database accepting files from the 
database (O'Day: pg. 5, [0053]). 

It would have been obvious to a person with ordinary skill in the art at the time of 
invention to combine this synchronization of O'Day into the unique identification labeling of 
Irons to accomplish synchronization of two databases. Skilled artisan would have been 
motivated to incorporate the O'Day's teaching of synchronizing central and remote databases in 
the Iron's unique identification labeling in view of enhancing, real time update as suggested by 
O'Day, which discloses "the portion of the central database 64 to which a user has access and the 
remote database 94 on the user's remote computer 24 contain the same primary information" 
(O'Day: pg. 5, [0053]). 



Regarding Claim 1 1, Irons and O'Day disclose the apparatus wherein the remote 
database accepts files fi-om the database continuously (O'Day: pg. 7, [0073] - Although O'Day 
is silent about disclosing a term "continuously", the step 435 performs without user control to 
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Regarding Claim 12, Irons and O'Day disclose the apparatus wherein the remote 
database accepts files fi'om the database at predetermined times (O'Day: pg. 5, [0053]; pg. 8, 
[0078]). 

Regarding Claim 13, Irons and O'Day disclose the apparatus wherein the database 
accepts files fi'om the remote database (O'Day: pg. 5, [0053]). 

Regarding Claim 14, Irons and O'Day disclose the apparatus fiirther comprising a unique 
document identifier generation module operatively connected to the database, the unique 
document identifier generation module operative to generate a unique document identifier 
corresponding to the at least one form-based record (Irons: col. 7, Ins. 12-17; col. 8, Ins. 37-42; 
col. 19, Ins. 8-26 & 33-43; figs. 1, 3 and 7a.) 

Regarding Claim 15, Irons in view of O'Day discloses the apparatus fiuther comprising: 
a unique apparatus identifier (Irons: col. 7, Ins. 13-33; figs. 1, 3 & 3a); and 
wherein 

the unique document identifier is at least partially based on the unique apparatus 
identifier (Irons: col. 12, Ins. 48-55; fig. 3-3e); and 
the at least one form-based record is indexed in the database by the unique 
document identifier (Irons: col. 8, Ins. 30-49; fig. 1). 
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10. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Irons in view of 
Eikenbery, further in view of O'Day as applied to claims 2-6, and further in view of U.S. Patent 
Application Publication No. 2004/0260569 by Bell et al. (hereafter Bell). 

Regarding Claim 7, although Irons and Eikenbery and O'Day do not specifically disclose 
a non-network printer, Irons and Eikenbery and O'Day disclose the local output device is a local 
(Irons: col. 12, Ins. 55-59 - Irons discloses a "desktop label printer" as a "local" printer). 

However, Bell specifically discloses: non-network printer (Bell: pg. 9, [0073]). 

It would have been obvious to a person with ordinary skill in the art at the time of 
invention to combine this local printer of Bell into the synchronization of O'Day into the 
electronic form distribution management of Eikenbery and the unique identification labeling of 
Irons. Skilled artisan would have been motivated to incorporate the Bell's teaching of local 
printer example in the O' Day's teaching of synchronizing central and remote databases and the 
Eikenbery' s teaching of managing a distributed database of electronic files, and the Iron's unique 
identification labeling to achieve printing without a network connection (Bell: pg. 9, [0073]). 

11. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Irons in view of 
O'Day as apphed to claims 10-15, and further in view of U.S. Patent No. 6,651,218 issued to 
Adler et al. (hereafter Adler). 
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Regarding Claim 16, Irons and O'Day disclose the apparatus wherein the unique 
document identifier (Irons: col. 7, Ins. 13-33; figs. 1, 3 & 3a) 
Irons and O'Day does not disclose: a DataGlyph. 

However, Adler discloses an example of reading pre-printed one or two-dimensional data 
codes, which is: a DataGlyph (Adler: col. 3, Ins. 41-55). 

It would have been obvious to a person with ordinary skill in the art at the time of 
invention to combine this DataGlyph of Adler into the unique identification labeling of Irons to 
make marks on papers. Skilled artisan would have been motivated to incorporate the Adler' s 
teaching of DataGlyph example in the Iron's unique identification labeling to provide secure 
labeling on a document as suggested by Adler, which discloses "identifying the genre to which 
the document belongs, locating at least one significant data item within the document (based on 
its genre), and extracting and storing each data item in a database" (Adler: see Abstract; col. 4, 
Ins. 47-54). 

Response to Arguments 
12. Applicant's arguments with respect to claim 1 have been considered but are moot in view 
of the new ground(s) of rejection. 

Regarding claim 8, applicant argues that Irons fails to teach "a remote storage location 
driver operative to display a remote storage location as a local output device, the remote storage 
location driver operatively connected to the web browser and database." However, the Examiner 
disagrees. Irons discloses in col. 23, Ins. 23-38 that the imaging engines already being used by 
web browsers for viewing images can be used to provide on-screen visual representations for the 
imaged documents. Additionally, Irons discloses the network storage device in col. 17, Ins. 6-19 
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and different remote locations for storing in col. 12, Ins. 12-23. Thus, Irons discloses what has 
been claimed and therefore reads on the applicant's broadly claimed limitations. 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier commimications from the 
examiner should be directed to Monica M. Pyo whose telephone number is 571-272-8192. The 
examiner can normally be reached on Mon-Fri 6:30 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaffin can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Monica M Pyo 
Examiner 
Art Unit 2161 
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